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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 6/5/09 
has been entered. 



Response to Arguments 

2. Applicant's arguments filed 6/5/09 have been fully considered but they are not 
persuasive. Applicant argues Reising does not teach a stretchable elastic feature in the 
front and back waist regions. However, as previously argued by the Examiner, Reising 
teaches the stretchable waist can be present on the front, back, or both waist regions 
(col. 6, lines 31-41). Applicant argues nothing in Reising suggests an arrangement 
where "a length of the back region in the waist direction when the back region is 
stretched is longer than a maximum length of the abdominal region that can be 
achieved in the waist direction". However, Applicant's argues are not related to 
structure, but to a function of the article. Due to the presence of the elastic feature in 
the back waist region, a user can stretch the back waist region longer than a maximum 
lenthe of the abdominal region. Figure 1 shows the back waist region is almost equal in 
length to the abdominal region when no force is applied. As to the new limitations of the 
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independently-made abdominal region and independently-made back regions, these 
limitations are directed to a process of making the article and are discussed below. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 and 4-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Reising et al. USPN 4681580. 

4. As to claim 1 , Reising teaches a disposable wearing article 1 0 comprising a back 
region 30 having extensibility in the waist direction and provided with stopper members 
38 at both ends in the waist direction; an abdominal region 31 provided with flap 
portions 39, 40, 41 at both ends in the waist direction; and an absorber 14 that bridges 
between the back region and the abdominal region, wherein a length of the back region 
in the waist direction when stretched would be longer than a maximum length of the 
abdominal region that can be achieved when the abdominal region is not stretched and 
the length of the back region in the waist direction when no force is applied from an 
outside is almost equal to the length of the abdominal region in the waist direction when 
no force s applied to the abdominal region from the outside (Figure 1 , col 10, lines 53- 
64)). Reising teaches the stretchable waist can be present on the front, back, or both 
waist regions (col. 6, lines 31 -41 ). In the case of the waistband 1 8 present in the back 
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region, the back region is stretched longer than a maximum length of the abdominal 
region as claimed. 

As to the limitations of the independently-made abdominal region and 
independently-made back regions, these limitations are directed to a process of making 
the article. "Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted). 
MPEP2113. 

Additionally, Reising discloses the claimed invention except for back waist 
region and abdominal regions are integral. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Reising to have a 
separate back waist regions and abdominal regions since it has been held that 
constructing a formerly integral structure in various elements involves only routine skill 
in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. 

As to claim 4, the back region includes a web for outer surface 16 , a web for 
inner surface 12, and an elastic member 75/76 between the outer and inner surface 
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As to claim 5, a trimmed portion is provided on an inner edge of each of the both 
ends of the back region and an inner edge of the flap portions (Figure 1, edges 70, 17) 

As to claim 6, a slanting portion is provided on an inner edge of each of the both 
ends of the back region and an inner edge of the flap portions (where leg curves are 
present, Figure 1) 

As to claims 7 and 8, the stopper members 38 are temporarily held on the 
abdominal region to form the disposable wearing article into an underpants-shape, and 
the back region and the abdominal region are joined at an inside or outside from the 
stopper member (col. 10, lines 53-64). The limitations as to how the pants are joined 
are directed to an intended use of the garment. Intended use must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. See In re Casey, 152 USPQ 235 
(CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). If the prior art 
structure is capable of performing the intended use, then it meets the claim limitations. 

As to claim 10, Reising teaches the stretchable waist can be present on the front, back, 
or both waist regions (col. 6, lines 31 -41 ). In the case of the waistband 1 8 present in 
the back region, the abdominal region has substantially no extensibility in the waist 
direction. 

As to claim 9, Reising discloses the present invention substantially as claimed. 
However, Reising does not teach the claimed length of the flap portions. However, in 
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Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, 
denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, where the 
only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not 
patentably distinct from the prior art device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacqueline F. Stephens whose telephone number is 
(571 ) 272-4937. The examiner can normally be reached on Monday-Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on (571 ) 272-1 1 1 5. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jacqueline F Stephens/ 
Primary Examiner, Art Unit 3761 



